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ARGUMENT(S)

This is a Request for Reconsideration from the Final Office Action issued March 27, 2015.  The
Examining Attorney has withdrawn the refusal on the grounds that the mark is merely descriptive. 
Applicant thanks the Examining Attorney for his consideration.  The only issue remaining is whether
the proposed mark, ESTABLISHED 1980 RECORDS, is deceptively misdescriptive of the goods
“downloadable musical sound recordings; musical recordings; musical sound recordings; musical video
recordings.”   Applicant respectfully disagrees and has filed an appeal of the refusal and has requested
suspension of the appeal pending determination of this request. 
 
A.        The Mark is not Deceptively Misdescriptive
 
            1.         Applicant’s Mark is Suggestive Rather Than Descriptive
 
The test for deceptive misdescriptiveness under Section 2(e)(1) has two parts.  First, we must determine
whether the matter sought to be registered misdescribes the goods or services.  In order for a term to
misdescribe goods or services, “the term must be merely descriptive, rather than suggestive, of a
significant aspect of the goods or services which the goods or services plausibly possess but in fact do
not.”   In re Phillips-Van Heusen Corp., 63 USPQ2d 1047, 1051 (TTAB 2002). 
 
Applicant admits that 1980 does not describe the date of founding of Applicant’s company.  However,
Applicant does not admit that its mark ESTABLISHED 1980 RECORDS or even the wording
ESTABLISHED 1980 misdescribes the goods.  Instead, Applicant submits that the mark is suggestive



of the goods and therefore not misdescriptive. 
 
Whether a mark is suggestive depends on the perception of consumers who perceive the mark in
association with the goods.  In its response dated March 13, 2015 Applicant argued that
ESTABLISHED 1980 RECORDS does not follow the expected format and syntax used to advise
customers of the establishment date of a company, and that this incongruity causes of this consumers to
take a moment to reflect on the meaning of the mark and to use their imaginations to try to determine
the precise nature of goods and services rendered. 
 
The Examining Attorney has responded by pointing out that there are registered marks that do not
include a company name and included a number of such registrations as evidence.  Applicant notes that
all of these registrations include a distinctive design element that can act as an indicator of source in
place of the company name.  More importantly, however, the registrations alone do not demonstrate
how consumers would see the marks in context.  To investigate that question, Applicant reviewed the
specimens of use of record.  Copies of those that are available are attached (none are of record for Reg.
Nos. 3356540 (based on 44e and excusable non-use declaration filed), 3976555 (based on 66a), and
4290729 (based on 66a)).  In every one of these specimens the registered mark appears in connection
with a house mark or company name.  In no instance does the mark appear on goods or marketing
material without any reference to the house mark.  Indeed, without the accompanying house mark or
company name, the usage of ESTABLISHED [YEAR] would not convey any information because that
formulation informs consumers of the founding year of a company. 
 
In addition, ESTABLISHED 1980 has another meaning with respect to Applicant’s goods.  Applicant
has previously noted that musical artist and producer Estelle Swaray helped to found Established 1980
Inc.  Applicant further notes that “1980” is the title of Ms. Swaray's breakthrough musical recording. 
Thus when applied to the goods ESTABLISHED 1980 is likely to be perceived as a reference to
creation of the song "1980".  Information about Estelle Swaray and the song “1980” is attached hereto.  
 
Applicants mark, which does not incorporate any company name, makes consumers take a mental pause
as they consider its meaning and realize it is an indicator of source and not a reference to the year the
company was created.  This is the hallmark of suggestive marks, and shows that Applicant’s mark is at
most suggestive. 
 

2.         Consumers are Not Likely to Believe the Misrepresentation
 
Although we do not reach it under the facts here, the second prong of the test is not satisfied in this case
either.  That prong states that “if the term misdescribes the goods, we must ask whether consumers are
likely to believe the misrepresentation.”   In re White Jasmine LLC, 106 USPQ2d 1385, 1394 (TTAB
2013).  The Board has applied the reasonably prudent consumer test in assessing whether a proposed
mark determined to be misdescriptive involves a misrepresentation consumers would be likely to
believe. See R. J. Reynolds Tobacco Co. v. Brown & Williamson Tobacco Corp., 226 USPQ 169, 179
(TTAB 1985).  The unusual syntax of the mark, which does not refer to any company name, would
prevent consumers from believing that Applicant’s mark refers to a company founding date of 1980.  A
consumer would not find it plausible that the mark refers to a founding date because there is no
indication of what was founded. 
 
Applicant also helps produce Ms. Swaray’s music.  Consumers of Applicant's goods tend to be
knowledgeable about Ms. Swaray and would simply not believe that a company founded by her could
have been founded in 1980; she is far too young for this to be true.  Also, as noted above, customers of



Applicant would be aware that “1980” is the title of Estelle’s breakthrough track, so would grasp the
alternative meaning to assign to “Established 1980.”  They would not believe it refers to the
establishment date of Applicant.
 
B.        Doubt Must be Resolved in Applicant’s Favor
 
Applicant requests that any doubt in this case be resolved in Applicant’s favor following the long-
established practice of the Board.  See In re Gourmet Bakers, Inc., 173,565 (TTAB 1972) and In re Aid
Laboratories, Inc., 221 USPQ 1215 (TTAB 1983). 
 
C.        Conclusion
 
Based on the foregoing argument, Applicant respectfully requests withdrawal of the refusal and
approval of the Application for publication.  
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 86129039 ESTABLISHED 1980 RECORDS(Standard Characters, see http://tmng-
al.uspto.gov/resting2/api/img/86129039/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

This is a Request for Reconsideration from the Final Office Action issued March 27, 2015.  The
Examining Attorney has withdrawn the refusal on the grounds that the mark is merely descriptive. 
Applicant thanks the Examining Attorney for his consideration.  The only issue remaining is whether the
proposed mark, ESTABLISHED 1980 RECORDS, is deceptively misdescriptive of the goods
“downloadable musical sound recordings; musical recordings; musical sound recordings; musical video
recordings.”   Applicant respectfully disagrees and has filed an appeal of the refusal and has requested
suspension of the appeal pending determination of this request. 
 
A.        The Mark is not Deceptively Misdescriptive
 
            1.         Applicant’s Mark is Suggestive Rather Than Descriptive
 
The test for deceptive misdescriptiveness under Section 2(e)(1) has two parts.  First, we must determine
whether the matter sought to be registered misdescribes the goods or services.  In order for a term to



misdescribe goods or services, “the term must be merely descriptive, rather than suggestive, of a
significant aspect of the goods or services which the goods or services plausibly possess but in fact do
not.”   In re Phillips-Van Heusen Corp., 63 USPQ2d 1047, 1051 (TTAB 2002). 
 
Applicant admits that 1980 does not describe the date of founding of Applicant’s company.  However,
Applicant does not admit that its mark ESTABLISHED 1980 RECORDS or even the wording
ESTABLISHED 1980 misdescribes the goods.  Instead, Applicant submits that the mark is suggestive of
the goods and therefore not misdescriptive. 
 
Whether a mark is suggestive depends on the perception of consumers who perceive the mark in
association with the goods.  In its response dated March 13, 2015 Applicant argued that ESTABLISHED
1980 RECORDS does not follow the expected format and syntax used to advise customers of the
establishment date of a company, and that this incongruity causes of this consumers to take a moment to
reflect on the meaning of the mark and to use their imaginations to try to determine the precise nature of
goods and services rendered. 
 
The Examining Attorney has responded by pointing out that there are registered marks that do not include
a company name and included a number of such registrations as evidence.  Applicant notes that all of
these registrations include a distinctive design element that can act as an indicator of source in place of the
company name.  More importantly, however, the registrations alone do not demonstrate how consumers
would see the marks in context.  To investigate that question, Applicant reviewed the specimens of use of
record.  Copies of those that are available are attached (none are of record for Reg. Nos. 3356540 (based
on 44e and excusable non-use declaration filed), 3976555 (based on 66a), and 4290729 (based on 66a)). 
In every one of these specimens the registered mark appears in connection with a house mark or company
name.  In no instance does the mark appear on goods or marketing material without any reference to the
house mark.  Indeed, without the accompanying house mark or company name, the usage of
ESTABLISHED [YEAR] would not convey any information because that formulation informs consumers
of the founding year of a company. 
 
In addition, ESTABLISHED 1980 has another meaning with respect to Applicant’s goods.  Applicant has
previously noted that musical artist and producer Estelle Swaray helped to found Established 1980 Inc. 
Applicant further notes that “1980” is the title of Ms. Swaray's breakthrough musical recording.  Thus
when applied to the goods ESTABLISHED 1980 is likely to be perceived as a reference to creation of the
song "1980".  Information about Estelle Swaray and the song “1980” is attached hereto.  
 
Applicants mark, which does not incorporate any company name, makes consumers take a mental pause
as they consider its meaning and realize it is an indicator of source and not a reference to the year the
company was created.  This is the hallmark of suggestive marks, and shows that Applicant’s mark is at
most suggestive. 
 

2.         Consumers are Not Likely to Believe the Misrepresentation
 
Although we do not reach it under the facts here, the second prong of the test is not satisfied in this case
either.  That prong states that “if the term misdescribes the goods, we must ask whether consumers are
likely to believe the misrepresentation.”   In re White Jasmine LLC, 106 USPQ2d 1385, 1394 (TTAB
2013).  The Board has applied the reasonably prudent consumer test in assessing whether a proposed mark
determined to be misdescriptive involves a misrepresentation consumers would be likely to believe. See R.
J. Reynolds Tobacco Co. v. Brown & Williamson Tobacco Corp., 226 USPQ 169, 179 (TTAB 1985).  The
unusual syntax of the mark, which does not refer to any company name, would prevent consumers from
believing that Applicant’s mark refers to a company founding date of 1980.  A consumer would not find



it plausible that the mark refers to a founding date because there is no indication of what was founded. 
 
Applicant also helps produce Ms. Swaray’s music.  Consumers of Applicant's goods tend to be
knowledgeable about Ms. Swaray and would simply not believe that a company founded by her could
have been founded in 1980; she is far too young for this to be true.  Also, as noted above, customers of
Applicant would be aware that “1980” is the title of Estelle’s breakthrough track, so would grasp the
alternative meaning to assign to “Established 1980.”  They would not believe it refers to the
establishment date of Applicant.
 
B.        Doubt Must be Resolved in Applicant’s Favor
 
Applicant requests that any doubt in this case be resolved in Applicant’s favor following the long-
established practice of the Board.  See In re Gourmet Bakers, Inc., 173,565 (TTAB 1972) and In re Aid
Laboratories, Inc., 221 USPQ 1215 (TTAB 1983). 
 
C.        Conclusion
 
Based on the foregoing argument, Applicant respectfully requests withdrawal of the refusal and approval
of the Application for publication.  
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CORRESPONDENCE ADDRESS CHANGE
Applicant proposes to amend the following:
Current:
JULIAN PETTY
NIXON PEABODY LLP
PO BOX 26769
SAN FRANCISCO
California (CA)
US
94126

Proposed:
Julian Petty of Nixon Peabody LLP, having an address of
P.O. Box 26769 San Francisco, California 94126-6769
United States
SFTrademarks@nixonpeabody.com;mwilliams@nixonpeabody.com; dlabaria@nixonpeabody.com
415-984-8200
415-984-8300
The docket/reference number is 72404-000010 .

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /mjw/     Date: 09/24/2015
Signatory's Name: Marlene J. Williams
Signatory's Position: Attorney of Record, CA bar member

Signatory's Phone Number: 415-984-8200

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
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highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.

Mailing Address:    Julian Petty
   Nixon Peabody LLP
   P.O. Box 26769
   San Francisco, California 94126-6769
        

Serial Number: 86129039
Internet Transmission Date: Thu Sep 24 20:39:59 EDT 2015
TEAS Stamp: USPTO/RFR-208.255.90.221-201509242039593
11507-86129039-5409fca9c2d5eb81fabb9a79c
c8f8cb15649c38bb86f135585fed7d8cfb13eedc
-N/A-N/A-20150924183724688002
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